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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis.for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, and 8-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Grasso (U.S. Patent No. 3,313,308). Regarding claim 1, Grasso teaches an article 

for smoking an elongate tobacco product comprising: 

(a) a mouthpiece having ah inside surface and an outside surface, comprising a 
first end defining a receptacle therein and a second end comprising an outside surface 
capable of being grasped in a smoker's mouth and defining an outlet chamber within the 
mouthpiece (Figures 2 and 3); and 

(b) a holder, the holder being removably inserted into the receptacle (Figure 2), 
the holder comprising, 

i) a first section disposed at an end of the holder defining an inside 
chamber capable of holding the elongate tobacco product in place and allowing a 
volume for collection of combustion products therein, the first section having an 
outside surface with a diameter too large to fit into the receptacle in the mouth 
piece (Figure 3), 

ii) a second section in series with the first section and having an inside 
and an outside surface, the second section contoured to fit into the receptacle in 
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the mouthpiece and defining a continuation of the inside chamber (Figure 3 
reference number 18), 

iii) a first annular support (Figure 3, reference number 48) and a second 
annular support (Figure 3, reference number 36) on the outside surface of the 
second section, each annular support being capable of holding a resilient ring 
thereon, 

iv) an annular baffle on the outside of the second section between the first 
annular support and the second annular support (Figures 2 and 3, reference 
number 26; column 2, lines 20-21), and 

v) one resilient ring supported on one of the annular supports (Figures 2 
and 3), wherein the mouthpiece and the holder are contoured such that when the 
holder is inserted into the mouthpiece the resilient ring is in contact with the inner 
surface of the mouthpiece forming a sealed chamber in the annular space 
between the resilient ring and one of the annular supports between the outside 
surface of the second section and the inside surface of the mouthpiece (Figure 3; 
63-65), and wherein the holder defines at least one restricted passage from the 
inside chamber to the sealed chamber, said at least one restricted passage being 
directed towards in the inside surface of the mouthpiece between the two annular 
supports, and wherein the holder further defines an exit passage having at least 
one inlet between the baffle and the second annular support and an exit into the 
outlet chamber of the mouthpiece (Figure 3; column 3, lines 39-40). 
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Grasso fails to teach two resilient rings, one resilient ring supported on each 
annular support. However, it would have been obvious to one of ordinary skill in the art 
at the time of the invention to have used two resilient rings one on each annular support 
as a means of reinforcing'the integrity of the sealed chamber. Accordingly, claim 1 is 
rejected. 

Regarding claim 2, Grasso teaches that the holder further comprises a barrier in 
series with the second inside chamber such that combustion products can only pass 
between the inside chamber and the outlet chamber through a path through the 
restricted passage, the sealed chamber and the exit passage in sequence (Figure 3; 
column 3, lines 39-40 and lines 44-46). Accordingly, claim 2 is rejected. 

Regarding claim 3-5, Grasso teaches the holder is for cigarettes and the like 
(claim 1, line 1). Grasso does not specifically teach the holder is for cigarettes of the 
type without an integral filter, cigarettes with an integral filter, or for cigars. However, 
because Grasso fails to limit his teaching to any particular type of cigarette or tobacco 
product, it would have been obvious to one of ordinary skill in the art at the time of the 
invention that Grasso's teaching could have been applied to a cigarette with an integral 
filter, a cigarette without an integral filter, or to a cigar. Accordingly, claims 3-6 are 
rejected. 

Regarding claim 8, Grasso teaches the holder has symmetry about a central 
plane, wherein any cross section perpendicular to the central plane is circular (Figure 3; 
column 2, lines 7-12; column 2, lines 55-56). According^ claim 8 is rejected. 
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Regarding claim 9, Grasso teaches that at least one restricted passage is 
perpendicular to the central plane of symmetry whereby combustion products are made 
to change direction by approximately 90 degrees in passing between the second inside 
chamber and the sealed chamber (column 3, lines 20-28). Accordingly, claim 9 is 
rejected. 

Regarding claim 10, Grasso teaches that at least one restricted passage 
comprises two diametrically opposed passages through the holder (Figure 3). 
Accordingly, claim 10 is rejected. 

Regarding claim 1 1 , Grasso teaches that the exit passage causes a change in 
direction, whereby combustion products are made to change direction by approximately 
90 degrees in passing between the sealed chamber and the outlet chamber (Figure 3). 
Accordingly, claim 1 1 is rejected. 

Regarding claim 12, Grasso teaches that at least one inlet to the exit passage 
comprises two diametrically opposed passages through the holder (Figure 3). 
Accordingly, claim 12 is rejected. 

Regarding claim 13, Grasso fails to teach that that holder and the mouthpiece 
are a single piece of injection molded plastic. However, due to a lack of criticality and 
unexpected results, making the holder and mouthpiece a single piece of injected 
molded plastic would have been a matter of design choice. Accordingly, claim 13 is 
rejected. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Grasso 
as applied to claim 1 above, and further in view of Mensik (U.S. Patent No. 4,517,989). 
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Grasso teaches the mouthpiece comprises a plastic. Grasso fails to teach what 
material the holder comprises. However, Mensik teaches a cigarette holder and 
mouthpiece molded from plastic (claim 2). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to take the teaching of Grasso and 
combine it with the teaching of Mensik to make a cigarette holder and mouthpiece from 
plastic. Regarding the resilient rings being o-rings, Grasso teaches this (column 2, lines 
59-60). Accordingly, claim 6 is rejected. 

Claims 7 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Grasso as applied to claim 1 above, Mensik as applied in claim 6 above, and further in 
view of Dailey (U.S. Patent No. 3,434,380) and Taylor et al (U.S. PG Pub. 
2003/0047526). Grasso fails to teach what type of plastic the holder is made of and 
also fails to teach what type of material the holder comprises. However, Mensik 
teaches a cigarette holder and mouthpiece molded from plastic (claim 2). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to take the 
teaching of Grasso and combine it with the teaching of Mensik to make a cigarette 
holder and mouthpiece from plastic. Both Grasso and Mensik fail to teach the 
mouthpiece comprises polystyrene and the holder comprises Acrylonitrile Butadiene 
Styrene (ABS). However, Dailey teaches a cigarette mouthpiece comprising 
polystyrene (Figure 1 and column 2, lines 58-62). Taylor teaches that ABS is an 
injected molded plastic (page 5, para 0066, line 15). As a result, it would have been 
obvious to one of ordinary skill in the art to take the teachings of Grasso and Mensik 
and combine them with the teachings of Dailey and Taylor to make an injection molded 
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plastic cigarette holder and mouthpiece out of polystyrene and ABS, respectively. 
Regarding the resilient rings being o-rings, Grasso teaches this (column 2, lines 59-60). 
Regarding the holder and mouthpiece each being a single piece of injection-molded 
plastic, this is a matter of design choice. Accordingly, claims 7 and 13 are rejected. 

Regarding claim 14, Grasso fails to teach a process for smoking an elongate 
tobacco product so as to reduce the amount of tarry materials consumed. However, 
Grasso does teach an article for smoking an elongate tobacco product so as to reduce 
the amount of tarry materials consumed. The following acts all being obvious to one 
ordinary skill in the art at the time of the invention during the use of the article: 

a) placing the elongate tobacco product in a receptacle of a holder, a portion of 
the holder behind the receptacle being removably inserted into a mouthpiece (column 3, 
lines 57-58); 

b) lighting the elongate tobacco product and applying suction to the holder 
through the mouthpiece such that combustion products are drawn through the holder 
(column 3, lines 13-19); 

c) passing the combustion products through a restricted passage such that the 
combustion products accelerate, expand and impinge on a side of the mouthpiece into a 
single sealed chamber formed in an annular space between the holder and the 
mouthpiece between two resilient rings each forming a seal between the mouthpiece 
and the holder (Figure 3); 

d) allowing tarry materials to condense within said sealed chamber (column 3, 
lines 29-32 and 50-51); and 
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e) drawing the remaining combustion products over a baffle into an outlet 
passage leading to an exit of the mouthpiece whereto suction is applied (column 3, lines 
39-46). 

Accordingly, claim 14 is rejected. 

Regarding claim 15, Grasso teaches the tarry materials accumulating in the 
sealed chamber (column 3, lines 29-32 and 50-51). Accordingly, claim 15 is rejected. 

Regarding claim 16, Grasso teaches the act of a person grasping the portion of 
the holder extending outside of the mouthpiece in one hand and the mouthpiece in 
another hand, unthreading the mouthpiece from the holder member (column 3, lines 56- 
59), and cleaning an outer surface of the holder and an inner surface of the mouthpiece 
(column 3, lines 60-61). Grasso fails to teach pulling the holder out of the mouthpiece. 
However, it would have been obvious to one of ordinary skill in the art at the time of the 
invention for the person using the article to remove the holder from the mouthpiece, i.e. 
by unthreading the two pieces or pulling them apart depending on how the two pieces 
are connected in order to dismantle the article so that it may be cleaned. Accordingly, 
claim 16 is rejected. 

Regarding claim 17, Grasso teaches replacing the holder in the mouthpiece 
(column 3, lines 72-73). Accordingly, claim 17 is rejected. 

Regarding claim 18, Grasso teaches the article (holder) is for cigarettes and the 
like. Grasso does not specifically teach the holder is for cigarettes of the type without 
an integral filter, cigarettes with an integral filter, or for cigars. However, because 
Grasso fails to limit his teaching to any particular type of cigarette or tobacco product, it 
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would have been obvious to one of ordinary skill in the art at the time of the invention 
that Grasso's teaching could have been applied to a cigarette with an integral filter, a 
cigarette without an integral filter, or to a cigar. Accordingly, claim 18 is rejected. 

Claims 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mensik 
(U.S. Patent No. 4,292,983). Regarding claim 1, Mensik teaches an article for smoking 
an elongate tobacco product comprising: 

(a) a mouthpiece having an inside surface and an outside surface, comprising a 
first end defining a receptacle therein and a second end comprising an outside surface 
capable of being grasped in a smoker's mouth and defining an outlet chamber within the 
mouthpiece (Figures 1 and 3); and 

(b) a holder, the holder being removably inserted into the receptacle (Figure 2), 
the holder comprising, 

i) a first section disposed at an end of the holder defining an inside 
chamber capable of holding the elongate tobacco product in place and allowing a 
volume for collection of combustion products therein, the first section having an 
outside surface with a diameter too large to fit into the receptacle in the mouth 
piece (Figure 2, reference number 14), 

ii) a second section in series with the first section and having an inside 
and an outside surface, the second section contoured to fit into the receptacle in 
the mouthpiece and defining a continuation of the inside chamber (Figure 2 
reference numbers 12 and 11), 
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iii) a first annular support and a second annular support on the outside 
surface of the second section, each annular support being capable of holding a 
resilient ring thereon (Figure 1 , ends of reference number 11), 

iv) an annular baffle on the outside of the second section between the first 
annular supported the second annular support (Figure 2, reference number 
23); and 

v) the holder defines at least one restricted passage from the inside 
chamber to the sealed chamber, said at least one restricted passage being directed 
towards in the inside surface of the mouthpiece between the two annular supports, and 
wherein the holder further defines an exit passage having at least one inlet between the 
baffle and the second annular support and an exit into the outlet chamber of the 
mouthpiece. 

Mensik fails to teach two resilient rings, one resilient ring supported on each 
annular support, wherein the mouthpiece and the holder are contoured such that when 
the holder is inserted into the mouthpiece the two resilient ring are in snug contact with 
the inner surface of the mouthpiece forming a sealed chamber between them in the 
annular space between the outside surface of the second section and the inside surface 
of the mouthpiece. However, it would have been obvious to one of ordinary skill in the 
art at the time of the invention to have used two resilient rings one on each annular 
support as a means of reinforcing the integrity of the sealed chamber. Accordingly, 
claim 1 is rejected. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Kamm et al (U.S. Patent No. 4,627,448) - tobacco smoke holder 
with o-rings; Terasaki (U.S. Patent No. 3,756,251) - cigarette holder with tar collecting 
means). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carmen Lyles-lrving whose telephone number is (571) 
272-2945. The examiner can normally be reached on 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 1 89. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). * Ta . 
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